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ARGUMENTS/REMARKS 

These remarks are provided along with a Notice of Appeal and a Request for a 
Pre-Appeal Brief Conference Review. Claims 15, 16, 27, and 28 remain in this 
application. Claims 1-14 and 17-26 have been previously canceled. 

Claims 15, 16, 27 and 28 were rejected under 35 U.S.C. §112, first paragraph, as 
failing to comply with the enablement requirement. For the following reasons, the 
rejection is respectfully traversed. 

The Examiner complains that claim 15 and claim 27 both recite '"control means' 
which "inhibits" or 'allows', respectively, establishment of communication with the 
vehicle traveling in a predetermined direction." Despite applicant amending the claims 
as suggested by the Examiner at the previously conducted personal interview, the 
Examiner maintains his rejections of these claims. 

The Examiner argues that the specification and drawings do not provide an 
enabling disclosure of how the control section "'inhibits' or 'allows' such 
communications." At the personal interview, applicant pointed out the teachings of the 
specification, and the Examiner requested that applicant point out where the specification 
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discusses such features in a formal response to the outstanding Office action, which the 
applicant did by noting that on page 46 of the specification, it is discussed that 
communications with a vehicle is "inhibited" depending on the direction of the vehicle. 
Furthermore, on pages 18-19 of the specification, it is discussed that communication is 
established with a vehicle traveling in the proper lane and/or direction, and that 
communication is inhibited if the vehicle is traveling in the improper lane and/or 
direction. Accordingly, the specification supports the language of the claim. 

Nevertheless, the Examiner maintains that the specification does not disclose 
"HOW" the invention would inhibit or allow such communication. MPEP §2164.05 
clearly states that enablement only requires disclosure sufficient to allow one "skilled in 
the art" to practice the invention. Applicant maintains that it is well within the skill in the 
art to practice such a feature, as the specific functions of inhibiting and establishing 
communications are generally known in the art. In particular, one skilled in the art could 
merely turn a transmitter/receiver on or off depending on whether the communication 
was allowed or inhibited (i.e., depending on the direction of travel). Thus, if 
communication is allowed (i.e., the vehicle is traveling in one direction), the apparatus 
could enable communication by allowing transmission to, and reception from, the 
vehicle. In contrast, if communication is not allowed (i.e., inhibited because the vehicle 
is traveling in another direction), the apparatus could just turn off the communications 
function. Furthermore, other implementations also exist, such as merely ignoring any 
incoming transmissions (by, for example, failing to respond or analyze a query signal) 
and refusing to transmit any return signals, or not transmitting a query if the vehicle 
expects such a query to establish communication. The mere function of establishing or 
inhibiting communication, standing alone, is not the novel aspect of the invention and is 
within the skill of the art. It is combining this feature with the additional claim 
limitations that provides the novelty of the invention, and makes the claims patentable 
over the prior art. 

Accordingly, because practicing the feature of inhibiting communications is well 
within the means of one skilled in the art, there is no need to specifically recite "HOW" 
such a feature would be implemented in the specification. The Examiner's demand for 
an explanation of "how" the device would inhibit or allow communications is like 
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requiring disclosure of how a signal might be "amplified" or "attenuated" in a transmitter. 
Such functions are well-known and are implemented in a variety of ways known to those 
skilled in the art, and thus specific implementations need not be explicitly explained for 
engineers skilled in the art to practice them. Similarly, the functions of "inhibiting" or 
"allowing" a communication to take place is also within the skills of such engineers. 
Accordingly, the Examiner should withdraw his rejection under 35 U.S.C. §112, first 
paragraph, and allow the claims because the claims are not rejected under any prior art. 

In consideration of the foregoing analysis, it is respectfully submitted that the 
present application is in a condition for allowance and notice to that effect is hereby 
requested. If it is determined that the application is not in a condition for allowance, the 
examiner is invited to initiate a telephone interview with the undersigned attorney to 
expedite prosecution of the present application. 

If there are any additional fees resulting from this communication, please charge 
same to our Deposit Account No. 16-0820, our Order No. 32758US6. 

Respectfully submitted, 
PEARNE & GORDON, LLP 

By: / Robert F. Bodi / 

Robert F. Bodi, Reg. No. 48540 

1801 East Ninth Street 
Suite 1200 

Cleveland, Ohio 44114-3108 
(216) 579-1700 

Date: January 16, 2007 
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